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DETAILED ACTION 
Status of the Application 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
10/16/2006 has been entered. 

Claim(s) 2, 17-18, 26 have been cancelled. Claim(s) 28-37 have been added. 
Claim(s) 1 , 3-1 6, 1 9-25, 27-37 are pending. Claim(s) 5-6, 9, 11-16, 21, 24 have been 
withdrawn. Claim(s) 1, 3, 8, 10, 13, 16, 19, 25, 27, 32, 35-36 have been amended. 
Claim(s) 1, 3-4, 7-8, 10, 19-20, 22-23, 25, 27-31, 33-34, 37 are examined herein. 

Applicant's amendments have rendered all of the rejections of the last Office 
Action moot, therefore hereby withdrawn. The following new rejections will now apply. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 27-30, 37 are rejected under 35 U.S.C. 112, first paragraph, as failing to 

comply with the written description requirement. The claims contains subject matter 

which was not described in the specification in such a way as to reasonably convey to 
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one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

There is no support in the specification of a composition comprising a compound 
of formula I and a microorganism such as tuberculosis. 

Response to Arguments 

Applicant argues that the specification (section 0020) discloses that tuberculosis 
or other microorganisms are contacted with the germicidal compositions during the 
killing process. This is not persuasive because the recited section in the specification is 
referring to background knowledge of how microorganisms such as tuberculosis are 
becoming more resistant to germicides. Examiner does not view this recitation as an 
isolated composition comprising the germicide and tuberculosis, but rather the 
germicide merely being administered to a patient suffering from tuberculosis. 
Accordingly, the Applicant has not provided an example of a single isolated composition 
comprising the instant germicide and tuberculosis. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham vs John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 1 03(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1 , 3-4, 7-8, 1 0, 1 9-20, 22-23, 25, 31 , 34, 37 are rejected under 35 
U.S.C. 103(a) as being obvious over Klimko et al. (Zhurnal Obshchei Khimii, 1959, 29, 
pg. 4027-4029) in view of Yagi et al. (US Patent 6,429,220 B1), Bratescu et al. (US 
Patent Application 2004/0071653 A1), and Duran-Patron et al. (Tetrahedron, 55, 1999, 
pg. 2389-2400). 

The instant claims are directed to a germicidal composition comprising 
phenylmalondialdehyde, isophthalaldehyde, terephthalaldehyde, a buffer, a chelating 
agent, a surfactant, a corrosion inhibitor, a fragrance, and a coloring agent. 

Klimko et al. teach the synthesis of phenylmalondialdehyde as the product of an 
aqueous workup with H 2 S0 4 and HCI in 28% yield from the starting materials (abstract). 

However, Kilmko et al. fail to disclose isophthalaldehyde, terephthalaldehyde, a 
buffer, a chelating agent, a surfactant, a corrosion inhibitor, a fragrance, and a coloring 
agent. 

Yagi et al. teach that aldehyde compounds such as isophthalaldehyde and 
terephthalaldehyde are antimicrobial agents (col. 6, lines 52-65) and can be used in an 
antimicrobial composition in the amount of up to 30% by weight (claim 21 ). 
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Brateschu et al. teach an antimicrobial composition (abstract) comprising 
surfactants, fragrances, solvents, dyes (section 0183), chelating agents, colorants, 
corrosion inhibitors (section 0184), and buffers (section 0196). 

Therefore, it would have been prima facie obvious to a person of ordinary skill in 
the art, at the time the claimed invention was made, to include phenylmalondialdehyde 
as taught by Klimko et al. with isophthalaldehyde and terephthalaldehyde as taught by 
Yagi et al. to the antimicrobial composition as taught by Brateschu et al. 

A person of ordinary skill in the art would have been motivated to combine all of 
these dialdehydes in the same antimicrobial composition because dialdehyde 
functionalities are known to possess potent antibiotic properties as taught by Duran- 
Patron et al. (pg. 2389, abstract and paragraph 1-2). Furthermore, it is obvious to 
combine two or more dialdehydes in the same composition because they are well 
known in the art to be useful for the same purpose, which in the case are antimicrobial 
agents. 

"It is prima facie obvious to combine two compositions each of which is taught by 
the prior art to be useful for the same purpose, in order to form a third composition to be 
used for the very same purpose.... The idea of combining them flows logically from their 
having been individually taught in the prior art." In re Kerkhoven, 626 F.2d 846, 850, 205 
USPQ 1069, 1072 (CCPA 1980). 



Claims 27-30, 33 are rejected under 35 U.S.C. 103(a) as being obvious over 
Klimko et al. (Zhurnal Obshchei Khimii, 1959, 29, pg. 4027-4029) as applied to claims 1 , 
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3-4, 7-8, 10, 19-20, 22-23, 25, 31, 34, 37 in view of Yagi et al. (US Patent 6,429,220 
B1), Bratescu et al. (US Patent Application 2004/0071653 A1), Duran-Patron et al. 
(Tetrahedron, 55, 1999, pg. 2389-2400) and further in view of Rubbo et al. (J. Appl. 
Bad 30(1), 78-87). 

The instant claims are directed to a germicidal composition comprising 
phenylmalondialdehyde, isophthalaldehyde, terephthalaldehyde, a buffer, a chelating 
agent, a surfactant, a corrosion inhibitor, a fragrance, a coloring agent, a bacteria, in 
contact with a . medical instrument. 

Klimko, Yagi, Bratescu, and Duran-Patron et al. as discussed above, however, 
fail to disclose a composition comprising bacteria in contact with a medical instrument. 

Rubbo et al. disclose that the biocidal activity of dialdehydes can be used to kill 
bacteria such as Mycobacterium tuberculosis, fungi, viruses, and spores of Bacillus and 
Clostridium. The use of dialdehydes can also be used for disinfecting cytoscopes and 
anaesthetic medical equipment (pg. 78). 

Therefore, it would have been prima facie obvious to a person of ordinary skill in 
the art, at the time the claimed invention was made, to administer the antimicrobial 
composition disclosed by Klimko, Yagi, Bratescu, and Duran-Patron et al. to a person 
suffering from tuberculosis, so as to make contact with the bacteria. 

A person of ordinary skill in the art would have been motivated to administer the 
antimicrobial composition disclosed by Klimko, Yagi, Bratescu, and Duran-Patron etal. 
to a person suffering from tuberculosis, so as to make contact with the bacteria, 
because: (1) dialdehyde functionalities are known to possess potent antibiotic properties 
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as taught by Duran-Patron and Klimko et al.; (2) Rubbo et al. disclose that the biocidal 
activity of dialdehydes can be used to kill bacteria such as Mycobacterium tuberculosis; 
therefore the skilled artisan would have had a reasonable expectancy of success in 
treating a patient with tuberculosis. 

Response to Arguments 

Applicant argues that Klimko et al. does not teach or reasonably suggest that 
phenylmalondialdehyde is germicidal let alone that it is effective to kill mycobacterium. 
Examiner respectfully reminds Applicant that a compound and its properties are 
inseparable. Moreover, in the absence of a limitation in the claims stating what exactly 
is the range of a germicidally effective amount, Examiner views the amount recovered in 
28% yield by Klimko et al. to meet this germicidally effective amount. 

"Products of identical chemical composition can not have mutual exclusive 
properties." Any properties exhibited by or benefits from are not given any patentable 
weight over the prior art provided the composition is inherent. A chemical composition 
and its properties are inseparable. Therefore, if the prior art teaches the identical 
chemical structure, the disclosed properties are necessarily present. In re Spada, 91 1 
F.2d 705,709, 15 USPQ 1655, 1658 (Fed. Cir. 1990). See MPEP 21 12.01. The 
burden is shifted to the applicant to show that the prior art product does not inherently 
possess the same properties as the instantly claimed product. 

Applicant argues that Duran-Patron et al. does not teach that most dialdehydes 
are potent germicides. Applicant also argues that Duran-Patron et al. state that the 
activities are "diverse" and differences to be "dramatic," therefore inappropriate to 
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assume any reasonable expectation of success that the whole genus of dialdehydes will 
have practically useful germicidal efficacies. 

Applicant's arguments are not persuasive because Duran-Patron et al. clearly 
state the relationship between dialdehyde functionality and potent antibiotic or bioactive 
properties. Furthermore, the standard for obviousness is not absolute success, but 
rather a reasonable expectation of success. Even though structurally similar 
compounds disclosed by Duran-Patron et al. might have "diverse" or their differences to 
be "dramatic" the fact remains that dialdehyde compounds disclosed by Duran-Patron et 
al. possess some level of bioactivity, which would present a reasonable expectation of 
success. The Duran-Patron reference was merely used to make the relationship 
between dialdehyde functionality and potent antibiotic or bioactive properties. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yong S. Chong whose telephone number is (571)-272- 
8513. The examiner can normally be reached on M-F, 9-6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, SREENI PADMANABHAN can be reached on (571)-272-0629. The fax 
phone number for the organization where this application or proceeding is assigned is 
(571)-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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